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I N THE UNI TED STATES DI STRI CT COURT 
FOR THE MI DDLE DI STRI CT OF FLORI DA 

TAMPA DI VI SI ON 

SKEETA, INC., a Florida corporation, 
 

Plaintiff, 
 
vs 
 
SKEETER PRODUCTS, INC., a Texas 
corporation, 
 

Defendant. 

 

 

 

Case No. ____________________ 

 

 

 
COMPLAINT FOR DECLARATORY JUDGMENT 

THE PARTIES 

1. Plaintiff, Skeeta, Inc. (Plaintiff), is incorporated under the laws of the State of 

Florida and has its principal place of business at 19706 77th Avenue East, 

Bradenton, Florida 34202. 

2. Upon information and belief, Defendant, Skeeter Products, Inc. (Defendant), is 

incorporated under the laws of the State of Texas and has its principal place of 

business at One Skeeter Road, Kilgore, Texas 75663. 

JURISDICTION AND VENUE 

3. Jurisdiction is based upon the Federal Trademark Act, §§15 U.S.C. 1051-1127, 

and in 28 U.S.C. §§1331, 1338 and 2201-02.  The amount in controversy 

exceeds, exclusive of interest and costs, Seventy-five Thousand Dollars 

($75,000.00). 



4. This Court has personal jurisdiction over Defendant in that, upon information and 

belief, Defendant regularly solicits business in this State, and as a result 

Defendant claims the need to cancel the trademarks of Plaintiff which principally 

operates in Florida.  

5. Venue is proper in the District pursuant to 28 U.S.C. §1391(d), and further, this is 

an action seeking a declaratory judgment of no infringement and the claim is 

based on the defendant’s threatening an infringement suit, on multiple occasions, 

the claims arises in the forum state, ie. Florida, where the defendant sent a 

threatening letter to the plaintiff.  See Mad Hatter, Inc. v. Mad Hatters Night Club 

Co., 399 F.Supp. 889 (E.D. Mich. 1975).  

 

STATEMENT OF FACTS 

Background 

6. Plaintiff is the owner, by assignment, of US Trademark Reg. 2,997,646 (the ‘646 

registration) claiming a date of first use of December 5, 1993, registered 

September 20, 2005, for the word mark SKEETA in International Class 22 for 

use in association with tents and International Class 25 for use in association 

with jackets and pants.  (Exhibit 1 attached hereto.) 

7. Plaintiff is the owner, by assignment, of US Trademark Reg. 3,015,253 (the ‘253 

registration), claiming a date of first use of December 5, 1993, registered 

November 15, 2005, for the mark SKEETA and Design in international Class 22 

for use in association with tents and International Class 25 for use in association 

with jackets and pants.  (Exhibit 2 attached hereto.) 
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8. Defendant is the Applicant of federal application for registration Serial No. 

78/972275 (the ‘275 application), filed September 12, 2006, for the mark 

SKEETER and Design for use in association with boats and structural parts 

thereof (Class 12) and clothing (Class 25).  (Exhibit 3 attached hereto.) 

 

9. The Trademark Examiner at the United States Patent and Trademark Office 

(USPTO) assigned to Defendant’s application initially refused the application for 

likelihood of confusion in view of at least four (4) registrations including Plaintiff’s 

two (2) registrations. 

10. Defendant responded to the USPTO, arguing that there was no “likelihood of 

confusion” between Defendant’s pending application and Plaintiff’s cited two (2) 

registrations. 

11. In a second Trademark Examiner’s Office Action, refusal of Defendant’s 

application was continued for likelihood of confusion between Defendant’s mark 

and Plaintiff’s two (2) registrations. 

12. On or about August 22, 2007, following the first two (2) refusals and responses, 

counsel for Defendant contacted Plaintiff by telephone to inquire about a Consent 
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from Plaintiff to USPTO stating that there was no likelihood of confusion between 

Plaintiff’s and Defendant’s marks and that Plaintiff had no objection to registration 

of Defendant’s pending trademark application (the ‘275 application). 

13. Plaintiff agreed to consider any proposal Defendant submitted to Plaintiff in 

writing. 

14. Then, on or about September 10, 2007, Defendant’s counsel demanded Plaintiff 

agree to Defendant’s proposed Consent Agreement or “they would have no 

option but to file a Petition to Cancel” Plaintiff’s registrations if the Trademark 

Examiner continued to refuse allowance of Defendant’s ‘275 application.  (Exhibit 

4 attached hereto.) 

15. Subsequent to Defendant’s demands, on September 21, 2007, in response to the 

Trademark Examiner’s second refusal, Defendant reiterated that no likelihood of 

confusion existed between Defendant’s pending application (the ‘275 application) 

and Plaintiff’s two (2) cited registrations stating that “if the Examining Attorney 

maintains the refusal based on these SKEETA Marks, the decision forces 

Applicant [Defendant] to Petition To Cancel the SKEETA registrations based 

upon Applicant’s earlier SKEETER registrations” (US Reg. 1,457,907 and US 

Reg. 758,037). 

16. On October 10, 2007, the Trademark Examiner issued a final refusal to register 

Defendant’s “modernized” mark in view of Plaintiff’s two (2) registrations stating 

“Applicant’s [Defendant] arguments relative to the remaining registrations are 

unpersuasive”. 

17. In fact, on April 9, 2008, Defendant filed Petitions for Cancellation of Plaintiff’s 

two (2) registrations citing likelihood of confusion NOT against the pending 
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application, BUT against Defendant’s earlier registered marks (US Reg. 

1,457,907 and US Reg. 758,037).  

Defendant’s Earlier Registered Marks 

18. Defendant is the owner of US Trademark Reg. 1,457,907 (the ‘907 registration), 

registered September 22, 1987, for the word mark SKEETER in International 

Class 3 for use in association with boat polish and cleaner; Class 6 for use in 

association with metal key chains; Class19 for use in association with bass 

boats; Class 18 for use in association with tote bags; Class 21 for use in 

association with portable ice chests for food and beverages; and Class 25 for use 

in association with jackets, windbreakers, sweaters, cap, scarves. (Exhibit 5 

attached hereto.) 

19. Defendant is also the owner of an earlier registration, US Trademark Reg. 

758,037 (the ‘037 registration) citing a date of first use in commerce of January 5, 

1961, registered October 8, 1963, for the mark Skeeter and Design in 

International Class 19 for use in association with boats.  (Exhibit 6 attached 

hereto.) 

 

20. On April 12, 2004, Defendant filed a Declaration of Use and an Application for 

Renewal of the ‘037 registration (Skeeter and Design) together with a Petition to 

Amend Registration with a newly designed drawing, stating a date of first use (of 

the new drawing) in commerce as December 30, 1960; a date prior to the date of 

first use in commerce indicated on the original registration of January 5, 1961. 
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21. On May 25, 2004, Defendant’s Renewal Application was accepted. 

22. However, on July 9, 2004, the USPTO refused Defendant’s Petition to Amend 

Registration (new drawing) stating that Defendant’s new drawing was “a very 

material alteration of the [registered] mark”; a change in the character and 

consumer impression of the mark as originally registered, and as not creating the 

impression of being the same mark. 

 

23. On January 7, 2005, Defendant requested the USPTO reconsider refusing to 

allow the Defendant’s Petition to Amend Registration (new drawing). 

24. On July 22, 2005, the USPTO denied Defendant’s request for reconsideration 

and advised recourse was to Petition the Commissioner. 

25. Defendant then petitioned the Commissioner of the USPTO to accept the altered 

mark making the argument that the “modernization of Registrant’s [Defendant’s] 

mark is not a material alteration”. 

26. On January 21, 2006, the Petition to the Commissioner of the USPTO was 

denied stating “Petitioner [Defendant] has the option to file a new application for 

the mark in the proposed amendment” (to the ‘037 registration). 
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27. On September 12, 2006, Defendant filed a new application to register the 

“modernization” of Defendant’s ‘037 Skeeter and Design used in association 

with boats and structural parts thereof and clothing (the ‘275 application).  (See 

Exhibit 3 hereto.) 

28. This series of refusals to allow or accept Defendant’s application ostensibly 

resulted in Defendant’s threatening demand letter to Plaintiff (See Exhibit 4) and 

subsequent Petitions To Cancel Plaintiff’s two (2) registered marks. 

29. On May 13, 2008, Defendant’s counsel sent a cease and desist letter demanding 

Plaintiff cease use of Plaintiff’s two (2) registrations (the ‘646 and ‘253 

registrations) on the basis of Defendant’s earlier registered marks (the ‘907 and 

‘037 registrations).  (Exhibit 7 attached hereto.) 

30. Most recently, on May 29, 2008, Defendant’s counsel sent a letter stating 

Infringement and Unfair Competition of Plaintiff’s use of its two (2) registrations 

(the ‘646 and ‘253 registrations) on the basis of Defendant’s earlier registered 

marks (the ‘907 and ‘037 registrations).  (Exhibit 8 attached hereto.) 

31. Defendant’s threat to file cancellations proceedings against Plaintiff’s two (2) 

registrations and subsequent filing together with the recently received cease and 

desist letter unequivocally demonstrate that Defendant’s threats cannot be 

ignored or dismissed. 

32. Thus, Plaintiff has a reasonable fear and apprehension that Defendant will 

commence an action for trademark infringement against Plaintiff, accordingly 

Plaintiff is in need of a declaration affirming the legality and propriety of Plaintiff’s 

rights concerning Plaintiff’s registered trademarks. 
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33. These accusations and demands give rise to a case of actual controversy within 

the jurisdiction of this Court pursuant to 28 U.S.C. §§ 2201-02. 

34. Plaintiff categorically denies that Plaintiff’s use of SKEETA and Design (the ‘646 

and ’253 registrations) violates any federal or state rights Defendant might have 

in SKEETER (the ‘907 registration) or SKEETER and Design (the ‘037 

registration). 

35. Defendant's assertions that Plaintiff is violating Defendant’s legal rights by using 

the mark SKEETA and Design (‘646 and ‘253 registrations) irreparably injures 

Plaintiff and adversely affects Plaintiff’s business and, unless prevented by this 

Court, will continue to so affect Plaintiff's business and the investment Plaintiff 

has made in the mark SKEETA and Design and attendant good will.   

36. To resolve the legal and factual questions raised by Defendant and to afford 

relief from the uncertainty and controversy which Defendant's assertion has 

precipitated, Plaintiff is entitled to a declaratory judgment of Plaintiff’s rights 

under 28 U.S.C. §§2201-02.   

37. The use by Plaintiff of the mark SKEETA and Design (‘646 and ‘253 

registrations) is not in violation of any rights Defendant might have under the 

Lanham Act, federal law and/or state unfair competition laws, any state uniform 

deceptive trade practices, or anti-dilution laws. 

WHEREFORE, Plaintiff prays that the Court declare and a judgment be entered 

that: 

1. Plaintiff's mark SKEETA and Design (‘646 and ‘253 registrations) does not 

violate Defendant's rights under the laws of the United States. 
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2. Plaintiff's mark SKEETA and Design (‘646 and ‘253 registrations) as used in 

Plaintiff’s business is not confusingly similar to or in conflict with Defendant's 

marks SKEETER (‘907 registration) and/or SKEETER and Design (‘037 

registration) as used in Defendant’s business. 

3. Plaintiff has the right to use the mark SKEETA and Design (‘646 and ‘253 

registrations), in connection with tents (Class 22) and/or jackets and pants (Class 

25), free from interference by Defendant, its officers, agents, servants, 

employees, attorneys, privies, representatives, successors, and assigns, and any 

and all persons acting by, through, or under authority from Defendant, either 

separately or jointly, in the United States or in any foreign country where the 

activities of Plaintiff or Defendant have a substantial effect on interstate or foreign 

commerce. 

4. Plaintiff be granted such other, further, and general relief as may be just. 

Respectfully submitted, 
 

 
TRIAL COUNSEL 
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